REMARKS 



The Office Action of November 1 , 2005 has been studied in detail along with the 
references applied and cited by the Examiner. In response certain claims have been 
amended (claims 1, 4, 11, 15, and 20). The pending claims should be read in 
conjunction with the accompanying arguments in support of patentability. Further 
examination and consideration of the application as amended are respectfully 
requested. 

THE OFFICE ACTION 

Claims 1, 4-12, 15, 16, and 18-21 stand rejected under 35 U.S.C. §103(a) as 
being unpatentable over U.S. Patent No. 5,713,681 by Venne et al. in view of U.S. 
Patent No. 2,782,764 by Lehman. 

REJECTIONS UNDER 35 U.S.C. §103(a) 

The Examiner rejected claims 1, 4-12, 15, 16, and 18-21 under 35 U.S.C. 
§1 03(a) as being unpatentable over Venne et al. in view of Lehman. It was stated in the 
Final Office Action that, "the Venne et al. reference discloses a fluid applicator bottle 
comprising an elongated hollow body 20, a shoulder portion with a circular side wall 32 
and a conical intermediate side wall 40 with a planar top (see Figure 2) and a neck 44, a 
central recessed portion 58, a cylindrical bottom portion 34, and a groove (grooves 
formed between ridges 70A, 70B, 72a, and 72b), but does not disclose that the central 
recessed portion is isosceles triangle shaped with ridge, and two flared surfaces". The 
Examiner then relies on Lehman for support of a central recessed portion having an 
isosceles triangle shaped cross section for improved gripping comfort. 

Contrary to the Examiner's assertion, there is no motivation or suggestion to 
combine these two references. Furthermore, combining Venne et al. with Lehman, 
would not result in applicants' invention. 
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Combining Venne et al. with Lehman lacks any suggestion or motivation. In 
particular, Lehman teaches away from Venne et al. Venne et al. includes an object of 
the invention "to provide an ink applicator bottle which contains a large volume of ink" 
(column 1, lines 33-34). Additionally, Venne et al. includes a body which is an 
elongated member having a central longitudinal axis 30. All of the components of the 
bottle, i.e. body, central recessed portion 36, side wall 38, neck 44, side wall 48, etc., 
are centered about the central axis 30 (refer to column 3, lines 4-36). "The bottle is 
arranged to be stored by seating it on a support surface (not shown) with its planar 
bottom wall in engagement therewith", i.e. standing up (column 3, lines 26-28). The 
central longitudinal axis, and centered components, facilitates the standing up of the 
bottle when filled with a large volume of ink. Furthermore, the "circular sidewall of the 
same outside diameter centered about the central longitudinal axis 30 enables the bottle 
to be readily molded and removed from the molding machine" (column 1, lines 32-34). 
Venne et al. also provides for a bottle that enables the user to grip the bottle such "to 
avoid a top-heavy feeling". This is accomplished by the user gripping the bottle at 
varying positions along the central recessed portion depending upon the volume of ink 
contained in the bottle (column 4, lines 45-58). The aforementioned structure relies on 
symmetry and balance to meet the objectives of the invention. 

In contrast, Lehman describes and claims a writing instrument having "a 
depressed gripping portion in the form of a triangular prism . . .said triangle preferably 
being offset from the center axis of said body 2 and writing point 4 as best shown in Fig. 
3 (column 2, lines 17-22). All of the Figures show a triangle offset from the center axis. 
Additionally, claim 1 recites "... a generally triangular prism portion having its axis 
parallel to and offset from the longitudinal axis of said body to provide three generally 
flat faces for engagement by the thumb, first finger, and second finger . . ". Thus, 
combining Lehman with Venne et al. would defeat the objectives of the Venne et al. 
invention. 

Furthermore, combining Venne et al. with Lehman, though not suggested in the 
references, would not result in the fluid applicator bottle recited, for example, in claim 1. 
More particularly, even the asserted combination of references would not have a single 
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groove in the central recessed portion extending across a base side generally 
transverse to the longitudinal axis. 

Combining Venne et al. with Lehman would result in the ridges 70A and 70B 
being on the shoulder 5 of Lehman, not on the triangular section 6, 7, 8 thereof, since 
the ridges 70A and 70B are on the upper flared surface 54 of Venne et al., not on the 
recessed central portion 36 thereof, as recited in independent claims 1,11,15, and 20. 
It is noted that in the illustrated embodiment of the claimed invention as shown in Fig. 5, 
the groove 81 is not located on either of the first and second upper flared surfaces 70 
and 72. Rather, it extends across the base side 60 of the triangular central section (see 
page 6, lines 16-17). 

In Venne et al., the ridges 70A and 70B are shown on the two larger sides of the 
upper flared surface 54 above the oval recessed central portion 36 of Venne et al. If the 
Venne et al. oval central portion were transformed into a triangle, as in Lehman, then 
the Venne et al. ridges 70A and 70B would still be present on the Venne et al. upper 
flared surface 54, not on the now triangular central section. Even if arguably, the ridges 
70A and 70B could somehow be relocated to the now triangular central portion, they 
would appear on two larger sides 7, 8 of the Lehman body, since they are opposite 
each other in Venne et al. Venne et al. teaches that the two groups of ridges 70A and 
70B "are of graduated length starting from the upper-most of the ridges to the lower- 
most of the ridges. These two groups of ridges may facilitate the holding of the bottle 
between the thumb and index finger when the bottle is inverted to use it to apply a mark 
to a BINGO card. In particular, for some persons the ridges serve may as deterrent to 
gripping the bottle too close to the shoulder 32 portion to invert it for use, which action 
could result in a 'top-heavy' feeling, particularly when the bottle is completely full of ink" 
(column 4, lines 41-49). The ridges 70A and 70B ". . . induce those persons to grip the 
central recessed portion of the bottle further toward the center of the bottle when the 
bottle is very full, to avoid a 'top-heavy' feeling, yet permit those persons to grip the 
bottle on the ridges closer to the shoulder when the bottle is less full . . .". Thus, there 
would not be a single groove, or single finger gripping surface, on the base side, as 
recited in independent claims 1, 11, 15, and 20. 
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In Venne et al., the ridges 70A and 70B are not grooves. There is no indentation, 
depression, or groove defined in the upper flared surface 54 between the ridges 70A 
and 70B. There is only the wall of the upper flared surface 54. In contrast, Applicant's 
single concave groove 81 is arranged to receive a tip of a user's index (or middle) 
finger. In use, the concave groove 81 contacts the end of the index finger 33, while 
simultaneously, the ridge 62 rests in the crook 26 of the user's hand and the second 
lower flared surface 76 rests alongside the knuckle 34 of the index finger 32 (page 6, 
lines 15-22). Applicant's arrangement thus provides for a self-oriented bottle for 
comfortable positioning regardless of liquid volume therein. There is no teaching or 
disclosure of such a groove in the combination of Venne et al. and Lehman, or the 
remainder of the cited art. 

In addition, there is nothing in Lehman to suggest extending the triangular prism 
to the crook of a user's hand. To the contrary, Lehman describes that it was "found 
from hundreds of tests of different persons that the normal gripping of a writing 
instrument defines a triangle 12 (Fig. 2) including substantially flat sides as defined by 
the thumb, the first finger, and the second finger. . . . The only essential variation from 
such triangle 12 is that, in some relatively few instances, the two approximately equal 
sides 7 and 8 are defined between the thumb and first finger or between the first finger 
and second finger . . ." (column 2, lines 38-51). The triangular section of the writing 
instrument shown in Fig. 3 is meant to be grasped by a user's fingers. Any ridge that 
can be attributed to sides 6, 7, and 8 is not adapted to rest in the crook of a user's hand. 
Therefore, Examiner's "position that the ridges of the Lehman device are capable of 
such use [rest in the crook of a user's hand] and thus read on the claim language 
directed to such use" is not supported by the cited reference. Only applicants' 
disclosure suggests extending a triangular central recessed portion between the finger 
tips (shoulder portion) and the crook of a user's hand (bottom portion). Examiner is 
using impermissible hindsight to reject the claims. 

Consequently, independent claims 1,11,15, and 20, and all claims dependent 
therefrom, are not taught nor made obvious by Venne et al. in view of Lehman. 
Applicants request reconsideration and withdrawal of the §103 rejection of pending 
claims 1, 4-12, 15-16, and 18-21 and allowance thereof. Thus, all the pending claims 
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are patentable over the applied combination of references, as well as the remainder of 
the cited art. 

The present amendment merely cancels claims, adopts the Examiner's 
suggestions, removes issues for appeal, or in some other way requires only a cursory 
review by the Examiner. The claims as amended do not raise any issues with regard to 
new matter, do not present new issues requiring search or consideration, and/or place 
the application in better condition for appeal. Accordingly, the amendment should be 
entered and the application forwarded for issuance. If a telephone call would clear up 
any minor matter, the Examiner is invited to call the undersigned. 

All formal and informal matters having been addressed, this application is in 
condition for allowance. Early notice to that effect is solicited. 



Respectfully submitted, 



FAY, SHARPE, FAGAN, 
MINNICH & McKEE, LLP 




Reg.No. 29,678 
1 100 Superior Avenue 
Suite 700 

Cleveland, Ohio 44114-2518 
(216) 861-5582 
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